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Pharma giants collided for this year’s IP 
team of the year, as Powell Gilbert secured 
a hard-fought High Court victory for cli-

ent Actavis against Pfi zer.
The case – Warner-Lambert Company (Pfi zer) v 

Actavis Group – had an estimated value of over 
£500m.

The dispute centred on Pfi zer’s patent for the 
use of the drug pregabalin. The company owned 
a second patent for treating pain, but the patent 
on the active ingredient itself for its primary use 
had expired. 

Actavis launched a competing generic drug, 
with a so-called ‘skinny label’ focused on the non-
pain market. Pfi zer sued Actavis, stating that the 
drug would also be dispensed for relieving pain.

In the nine months from Actavis commencing 
patent revocation proceedings to trial, Pfizer 
counterclaimed for infringement and Actavis suc-
cessfully resisted an application for an interim 
injunction.

During the proceedings, Pfi zer also threatened 
medical professionals with legal proceedings if 
Actavis’ product was prescribed for pain. This 
escalated when Pfizer secured a court order 
against NHS England, compelling it to issue 
guidance pending a fi nal determination of the 
dispute, that only Pfi zer’s product should be dis-
pensed for pain.

Representation did not change during the 
course of these proceedings. Powell Gilbert part-

ner Tim Powell instructed 8 New Square barris-
ters Richard Meade QC, Adrian Speck QC and 
Isabel Jamal.

“It was a massively hard-fought case, fought on 
a very fast timetable,” says Powell. “I think what 
both parties were struggling with was that we were 
in fairly uncharted territory and the interrelation-
ship between the patent issues and policy issues 
of how medicines are prescribed were in the fore.”

Innovation

This case required an innovative and fast-moving 
strategy because this was new legal territory, 
straddling patent validity and infringement, as 
well as commercial considerations and wider pub-
lic policy issues. How medicine is distributed to 
patients in the NHS was at the heart of the case, 
going beyond straightforward patent litigation.

The case, which is currently under appeal, will 
have serious ramifi cations for the industry after 
the fi nal ruling.

“Let’s say we lose the appeal, then the ramifi -
cations may be that in the future, drug companies 
in this situation may decide it is not worth the 
potential damages to go into this market at all,” 
says Powell.

“If we win on the appeal and the judgment is 
upheld, Pfi zer’s behaviour of threatening pharma-
cists will be found to be wrong. The NHS will 
have to look at its policy with doctors on how 
prescriptions are written.”

Number of partners at the fi rm 
9
Head of the fi rm

Senior partner Tim Powell
Client wins in the past 12 months 
Edwards Life Sciences, Sony

Supporting cast

During the same period, Powell Gilbert partner 
Penny Gilbert represented Cambridge life 
sciences startup company Kymab against one of 
the world’s largest biotech companies, Regeneron.

The case involved cutting-edge technology, pat-
ent infringement, Nobel Prize-winning laureates 
and a bunch of mice.

Regeneron sought to cripple Kymab’s business, 
pursuing patent infringement proceedings to pre-
vent its use of transgenic mice that are able to 
produce human antibodies.

The company was using the mice to develop 
human-friendly antibodies to diseases such as 
Ebola and was exclusively dedicated to this pur-
pose. Had it lost the case, the company would no 
longer have been able to operate.

This case put a spotlight on the IP rights of 
companies’ dormant patents.

The trial took place in November and Decem-
ber 2015, and Mr Justice Carr handed down his 
judgment, which held that Regeneron’s patents 
were invalid.

Gilbert instructed 8 New Square’s Michael 
Tappin QC and James Whyte.

Powell Gilbert’s team was also involved in an 
epic telecoms battle with Unwired Planet for its 
client Huawei. The case concerned six patents 
and posed a number of important queries that are 
at the forefront of fair, reasonable and non-dis-
criminatory (FRAND) licences.

The fi rst three of fi ve patent trials were heard 
in October 2015, December 2015 and February 
2016, with others scheduled for later in 2016.

Powell Gilbert partners Simon Ayrton, Zöe 
Butler and Tim Whitfi eld led on the case for Hua-
wei, while Unwired Planet was represented by 
Enyo Law and Samsung by Bristows.

Judges’ comments

The judges were impressed at the scale of the 
work the fi rm undertook, as well as by the inno-
vation in pricing arrangement.

“It sounds like a terrific result for a small, 
cost-eff ective team against much bigger players 
on the opposite side in both the client and oppos-
ing law fi rm,” one judge says.

“This is ground-breaking, and a David and 
Goliath story against Pfi zer,” says another.

Powell Gilbert
IP team of the year
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