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*E.I.P.R. 180 This article considers infringement of registered designs following the Court of Appeal’s
decision in Magmatic Ltd v PMS International Ltd , which was handed down in 2014. Magmatic
follows a line of cases— Procter & Gamble Co v Reckitt Benckiser (UK) Ltd , Samsung Electronics
(UK) Ltd v Apple Inc , and Dyson Ltd v Vax Ltd —in which owners of registered designs have lost
before the Court of Appeal on the basis of the "overall impression" test. The court’s findings in
Magmatic in respect of colour contrasts and surface decoration have potentially further narrowed the
scope of registered design protection.

Introduction

The Court of Appeal handed down its decision in Magmatic Ltd v PMS International Ltd 1 on February
28, 2014. Magmatic is the latest in a line *E.I.P.R. 181 of cases in which the Court of Appeal has
found non-infringement of a registered design (RD) on the basis of the overall impression test under
art.10 of Regulation 6/2002 (the Regulation) or art.9(1) of Directive 98/71 on the legal protection of
designs (the Designs Directive).2

Magmatic concerned a Community registered design (CRD) for ride-on suitcases for young children,
marketed under the brand name Trunki. The product was designed by Robert Law of Magmatic and,
despite an unsuccessful appearance on the BBC’s Dragons’ Den programme, is now sold in 97
countries. PMS launched a competing product, under the name Kiddee Case. The High Court found
in Magmatic’s favour before the Court of Appeal overturned the decision, holding that PMS had not
infringed Magmatic’s CRD.

This article examines the scope of RD protection in light of Magmatic.

Background

Scope of design protection

"Design" is defined in the Regulation as "the appearance of the whole or a part of a product resulting
from the features of, in particular, the lines, contours, colours, shape, texture and/or materials of the
product itself and/or its ornamentation".3 The design is to be determined from the representations
recorded in the RD.4
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Under art.10 of the Regulation, "The scope of the protection conferred by a design right shall include
any design which does not produce on the informed user a different overall impression".5

The informed user

The attributes of the informed user referred to in art.10 of the Regulation have been examined by the
Court of Justice of the European Union (the CJEU) and the General Court in PepsiCo v Grupo
Promer,6 Grupo Promer v OHIM 7 and Shenzhen Taiden v OHIM.8 In Samsung Electronics (UK) Ltd v
Apple Inc,9 a case in which a CRD relating to the design of Apple’s iPad was considered, the Court of
Appeal approved the following summary of the characteristics of the informed user in light of the
decisions of the CJEU and General Court:

•
"He (or she) is a user of the product in which the design is intended to be
incorporated, not a designer, technical expert, manufacturer or seller."

•
"However, unlike the average consumer of trade mark law, he is particularly
observant."

•
"He has knowledge of the design corpus and of the design features normally included
in the designs existing in the sector concerned."

•
"He is interested in the products concerned and shows a relatively high degree of
attention when he uses them."

•
"He conducts a direct comparison of the designs in issue unless there are specific
circumstances or the devices have certain characteristics which make it impractical or
uncommon to do so."

•
"[He] neither (a) merely perceives the designs as a whole and does not analyse
details, nor (b) observes in detail minimal differences which may exist."10

Design corpus

When assessing the scope of protection under art.10 of the Regulation, the proximity of the RD to the
design corpus is a material consideration. Recital 14 of the Regulation indicates that, other things
being equal, a registered design should receive a broader scope of protection where the RD is
markedly different from the design corpus and a narrower scope of protection where it differs only
slightly from the design corpus. The rationale behind this principle was explained in the landmark
decision Procter & Gamble Co v Reckitt Benckiser (UK) Ltd.11 In that case, the scope of a CRD for
P&G’s Febreze air freshener product was assessed. Jacob LJ noted the degree of innovation
involved in the Febreze design. He expressed the view that:

"[I]f a new design is markedly different from anything that has gone before, it is likely to have a greater
overall visual impact than if it is ‘surrounded by kindred prior art’ … It follows that the ‘overall
impression’ created by such a design will be more significant and the room for differences which do
not create a substantially different overall impression is greater *E.I.P.R. 182 ." 12
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Degree of freedom

The degree of freedom of the designer of the RD is also important.13 In Dyson Ltd v Vax Ltd,14 which
concerned the design of vacuum cleaners, Arnold J commented that:

"Other things being equal, a registered design should receive a broader scope of protection where the
designer had a greater degree of freedom and a narrower scope of protection where the designer had
a lesser degree of freedom." 15

In the appeal brought by Dyson, the Court of Appeal16 approved his conclusions that:

(a)
"design freedom may be constrained by (i) the technical function of the product or an
element thereof, (ii) the need to incorporate features common to such products and/or
(iii) economic considerations"17; and

(b)
"a departure from the existing design corpus" and the production of a "wide variety" of
subsequent designs were evidence of design freedom.18

Method of comparison

When assessing overall impression, the RD and alleged infringing design are generally compared
side by side. In Apple, HH Judge Birss QC held:

"I find that the informed user in this case will consider the products side by side. These products are
sold to the public in shops and on websites. There is nothing in this case to make a side by side
comparison impractical or uncommon." 19

This point was not challenged on appeal.

In Grupo Promer, the CJEU held that:

"[W]hen possible, [the informed user] will make a direct comparison between the designs at issue.
However, it cannot be ruled out that such a comparison may be impracticable or uncommon in the
sector concerned, in particular because of specific circumstances or the characteristics of the devices
which the designs at issue represent." 20

This reasoning follows the Advocate General’s Opinion, in which he gave the examples of "two boats
or two large items of industrial equipment".21 Accordingly, the instances in which a side-by-side
comparison will be deemed inappropriate would appear to be rare.22

In P&G, Jacob LJ observed that, when comparing the RD, alleged infringement and prior art, "the
most important thing about each of these is what they look like".23

With that background, the decisions of the High Court and the Court of Appeal in Magmatic are
considered.

Magmatic

Magmatic brought its action for CRD infringement in an attempt to protect the market for its Trunki
ride-on suitcase in light of PMS’s rival Kiddee Case product.24 Magmatic relied upon a CRD
comprising six monochrome computer-generated representations of the exterior of the case (one of
which is reproduced in Figure 1).

PMS’s Kiddee Case was available in two basic versions, an animal version with handles formed to
look like ears and an insect version with handles formed to look like antenna. Each version was
available in a number of varieties with different graphical designs on its surface: cow, leopard, pig,
tiger, bee and ladybird. The "tiger" variety is reproduced in Figure 1.
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PMS argued that the CRD was invalid in light of a prior design, that of the Rodeo (see Figure 1),
which was alleged to have been made available to the public by Magmatic prior to the priority date of
the CRD.

In the High Court, Arn *E.I.P.R. 183 old J held that the design of the Rodeo had reasonably become
known in the normal course of business to circles specialising in suitcases within the Community as a
result of its inclusion in an award ceremony in 1998. However, in his view, the overall impression of
the CRD differed from that of the Rodeo design. He commented that:

"The Rodeo is rather squat and chunky, and the handle forms an important part of its appearance.
Despite the novelty of the concept, the appearance of the Rodeo is somewhat crude and
old-fashioned. By comparison, the CRD is slimmer and more sculpted, and the ridge and the horns
form important parts of its appearance. The CRD appears to be considerably more sophisticated and
modern than the Rodeo. Furthermore, the clasps have a rather different visual impact, looking much
more like the nose and tail of an animal than the winder and the rear clasp on the Rodeo. Thus the
overall impression created by the CRD is different to that created by the Rodeo." 25

Arnold J also held that there was infringement on the basis that the Kiddee Case created the same
overall impression as the CRD. He observed that one of the striking features of the CRD was that the
handles and the clasps gave the suitcase the appearance of a horned animal. He also noted that
there were similarities in the overall effect of the shape and positioning of the handles, the clasp
covers, the strap and the ridges that were present along the centre of the front, top and rear of the
two suitcases.

The Court of Appeal overturned the decision on infringement. The decision raises the following issues
of interest relating to overall impression.

Relevance of the surface decoration of the alleged infringement

A key issue for consideration was whether the surface decoration of the Kiddee Case was to be taken
into account when determining its overall impression. In contrast with the Kiddee Case, the CRD did
not feature any graphical designs on the surface of the suitcase. This point had arisen in P&G and
Apple. Jacob LJ held in P&G that "The proper comparison is with the shape of the alleged
infringement. Graphics on that [article] are irrelevant".26 However, in Apple, it was common ground
between the parties that an important feature of the CRD was the absence of ornamentation and the
High Court and Court of Appeal both took into account the presence of the trade mark on the
allegedly infringing Samsung product.

This issue was also considered in Kohler Mira Ltd v Bristan Group Ltd,27 a case concerning the
design of electric shower units that was heard by the Intellectual Property Enterprise Court. Counsel
for Bristan argued the designs differed on the basis that the allegedly infringing shower unit featured
markings on its front panel (namely a trade mark and markings around the controls indicating
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temperature and flow) and Kohler Mira’s CRD did not record any markings at all. However, HH Judge
Birss QC disregarded the markings when comparing overall impression, expressing the view that an
informed user would expect markings of some kind on the front face even though they were not
shown in the design.

In Magmatic, Arnold J held that the surface decoration of the Kiddee *E.I.P.R. 184 Case was not to
be taken into account since the CRD was "evidently for the shape of the suitcase".28 The Court of
Appeal disagreed. It noted that:

"[T]he suitcase [in the CRD] looks like a horned animal with a nose and a tail, and it does so both
because of its shape and because its flanks and front are not adorned with any other imagery which
counteracts or interferes with the impression the shape creates.29"

It held that one of the essential features of the CRD was that it was "clearly intended to create the
impression of a horned animal".30

So, as in Apple, surface decoration on the alleged infringement was relevant to overall impression.

This aspect of the decision represents a significant development of the law since P&G. The CRD in
P&G did not record surface decoration either, but neither the High Court nor Court of Appeal deemed
the "clash" between the blue and green colours of Reckitt’s Air Wick product to be relevant to the
analysis because the registration was "evidently for a shape".31 This was developed in Apple, where
Jacob LJ said:

"If an important feature of a design is no ornamentation, as Apple contended and was undisputed, the
Judge was right to say that a departure from no ornamentation would be taken into account by the
informed user." 32

That said, HH Judge Birss QC had afforded the presence of the trade mark only "slight" weight, and
the Court of Appeal stressed "how minor a point it was in [the judge’s] overall assessment".33

This principle has been extended in Magmatic such that surface decoration of an alleged infringement
may be relevant to the assessment of overall impression in cases involving RDs without surface
decoration, if surface decoration would alter the overall impression created by the shape of the
product represented in the RD.

Colour

Magmatic also raised an issue relating to the role of colour in the comparison of overall impression.
Magmatic’s CRD consisted of monochrome computer generated images of the suitcase. PMS argued
that the colour of the Kiddee Case should be taken into account when assessing overall impression.
The Court of Appeal referred to P&G, and commented that:

"If a registered design comprises line drawings in monochrome and colour is not a feature of it, then it
cannot avail a defendant to say that he is using the same design but in a colour or in a number of
colours. As [the judge at first instance in P&G] observed, were it otherwise, the practical effect of not
claiming a colour would be to limit the scope of protection to the colour white, and that would defeat
the purpose of not claiming a colour in the first place." 34

However, the Court of Appeal went on to note that each of the "representations [of the CRD] shows a
distinct contrast in colour between the wheels and the strap, on the one hand, and the rest of the
suitcase, on the other".35 Therefore, the contrasts were part of the CRD, and were to be taken into
account in the global comparison. The Kiddee Case did not feature any such contrast.

Thus, Magmatic may be contrasted with P&G, in which, as noted above, the "clash" between the blue
and green colours of the alleged infringement was held not relevant in the analysis of overall
impression since "the registration is evidently for a shape".36 These decisions may, of course, be
reconciled in that the CRD in P&G featured monochrome line drawings, while the CRD in Magmatic
featured contrasting shades.

Effect of prior art/infringement squeeze

In Magmatic, the design corpus comprised clamshell suitcases the designs of which did not resemble
the CRD. However, as discussed, PMS relied on the design of the Rodeo product. While Arnold J
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cited various differences between the designs of the Rodeo and CRD and concluded that the overall
impression created by the CRD was different from that created by the Rodeo, PMS’s reliance on the
Rodeo design was nevertheless an effective strategy. Arnold J commented that:

"Given that the CRD represents a substantial departure from the design corpus and that the designer
of the CRD had considerable design freedom, it follows that, subject to the impact of the Rodeo, the
CRD is entitled to a broad scope of the protection." 37

Citing the Rodeo design, he then expressed doubt as to his finding *E.I.P.R. 185 that the Kiddee
Case infringed:

"If it were not for the Rodeo, I would have little hesitation in saying that the Kiddee Case produced the
same overall impression on the informed user having regard to the broad scope of protection to which
the CRD would otherwise be entitled." 38

While the Court of Appeal considered it unnecessary to focus on the design of the Rodeo in its
decision, it is clear that the Rodeo effectively reduced the extent of protection. The Court of Appeal
noted that, in order to hold the CRD valid over the Rodeo, Arnold J had attached importance to the
fact the CRD created the impression of a horned animal by virtue of the horns and the shape and
positioning of the clasps. Relying on this overall impression, the Court of Appeal then distinguished
the overall impression of the Kiddee Case: "By contrast the design of the Kiddee Case is softer and
more rounded and evocative of an insect with antennae or an animal with floppy ears."39 Had the
Rodeo not featured in the assessment, it is anticipated that less reliance would have been placed by
Arnold J and the Court of Appeal on the distinguishing features of the horns and clasps and the CRD
might have encompassed other animal/insect themes.

Intellectual Property Enterprise Court cases

A number of RD cases have been recently heard by the Intellectual Property Enterprise Court,
including Gimex International Groupe Import Export v Chill Bag Company Ltd 40 (which concerned a
CRD for the design of an ice bucket in the form of a bag); Louver-Lite Ltd v Harris Parts Ltd (t/a Harris
Engineering) 41 (a CRD for the headrail of a window blind); Sealed Air Ltd v Sharp Interpack Ltd 42

(CRDs for plastic soft fruit punnets); and Utopia Tableware Ltd v BBP Marketing Ltd 43 (a UK RD for a
beer glass).

Owners of RDs have had more success in this forum than the Court of Appeal, but these cases also
reveal the limited extent of protection afforded by RDs in many instances. Even where the court found
infringement, there is judicial comment to the effect that the scope of protection of the RD in question
was narrow.44, 45

Conclusions

Magmatic follows a line of cases—P&G, Apple and Dyson —in which the RD owners have lost before
the Court of Appeal on the question of overall impression. These cases reveal that the attributes of
the informed user, the scrutiny with which he is said to assess the designs, and the use of a
side-by-side comparison are generally not favourable to the RD owner when contending infringement.
Further, Dyson and Apple reveal the effectiveness of raising arguments that the degree of design
freedom is limited owing to technical requirements. These cases involve products that at first blush
look very similar to the RDs in each instance.

The Court of Appeal’s decision in Magmatic creates further potential difficulties for owners of RDs.
The ruling has widened the scope post-Apple for alleged infringers to argue that, where the RD does
not feature surface decoration, the surface decoration on the alleged infringement gives rise to a
different overall impression.

As discussed above, the aspect of the decision relating to colour contrasts further narrows the scope
of protection where the RD is a computer generated image. Designers may be better served by filing
monochrome line drawings as opposed to monochrome computer generated images which record
contrasts of colour. Alternatively, it appears that including a limitation to shape and configuration as
seen in Dyson will have the same effect.46

It is understood that Magmatic has sought leave to appeal the ruling to the Supreme Court.47 Subject
to the Supreme Court hearing and overturning the Court of Appeal’s decision, it is apparent that
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Magmatic has further increased the difficulty in establishing RD infringement under the Regulation
and Design Directive.

Alexander Borthwick

Powell Gilbert LLP, London

E.I.P.R. 2015, 37(3), 180-185
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