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Leading IP firms (The Legal 500)
Bird & Bird; Bristows; Field Fisher
Waterhouse; Herbert Smith; Powell
Gilbert; Taylor Wessing

Ranking in Taylor Wessing’s Global
Intellectual Property Index

The UK has further cemented its posi-
tion as the world’s leading jurisdiction
for IP this year, largely down to the
experience and ability of its judges,
law firms and patent and trade mark
agencies. It stands apart for trade
mark and patent expertise, despite
the fact that it is only regarded as
moderately cost-effective for enforce-
ment in these areas - a testament to
the clout given to decisions rendered
in the UK courts.

Recent developments

Two landmark patent decisions from
the House of Lords stand out. Last
summer, in the long-running Conor
Medsystems Inc v Angiotech Pharma-
ceuticals Inc case, involving a patent
for a drug-coated medical stent, the
House of Lords overturned previous
judgments by the Court of Appeal
and the High Court in favour of How-
rey’s client Angiotech. The case set
a precedent in the UK, and signifi-
cantly aligned the approach taken
by UK courts with European courts
on questions of obviousness and
inventive step.

In Generics (UK) Ltd v H Lundbeck
A/S, the House of Lords upheld the
decision of the Court of Appeal, setting
a new precedent that is more in line
with the case law of the European Pat-
ent Office and overturning a long-held
principle of law established in the 1997
Biogen Inc v Medeva PIc case.

The upshot of these decisions
is a willingness by the UK courts to
harmonise their approach with that
of Europe. These are important steps
towards the promised land of a single
European patent (like the Community
trade mark) and along with the efforts
of the US to reform its patent law,
could lead to more joined-up thinking
globally on patents.

P nostone unturned and was happy with
the net result.

And this is where the argument that IP
litigation is counter-cyclical originates. Clients
are happy to pay stratospheric fees for patent
actions if they win, and if they are crucial to
their business. Despite the fact there’s a global
meltdown of the world’s financial centres, if you
have a crucial IP right to defend, you defend it
regardless of the prevailing economic climate.

‘The reason why our big pharma clients
have to litigate, even in a global recession, is
because their patent protection on key drug
products is strictly time-limited, Bristows’
Nodder says. ‘For every blockbuster there are
thousands of drugs that fail in the develop-
ment and regulatory process, so these pharma
clients have to cover the huge deficits in the re-
search budget by making profitable sales of the
blockbuster. The patent rights that protect the
profit margin on the drug will expire within a
few years, and after that generics will certainly
launch and the profitability of the blockbuster
will collapse. The window of opportunity
for making and defending profits by enforc-
ing the patent rights against any premature
generic launch is narrow. Pharma clients will
instruct us to bring the patent infringement
cases against generics whatever the general
economic situation.’

The same is true of fighting against infring-
ers of your IP rights. One might argue that the
recent spat between the Financial Timesnd the
Blackstone Group in Manhattan, where the FT
filed a claim in February alleging that the pri-
vate equity firm encouraged employees to share
asingle user login to avoid paying for multiple
accounts, is symptomatic of the times. ‘These
days people are more prepared to spend a little
money to drive off counterfeiters or parallel
importers rather than just tolerating it because
everything is buoyant,’ says Nicholas Ktenas,
partner at Andreas Neocleous & Co in Cyprus.

In a recent survey of 222 companies by IP
firm Marks & Clerk Solicitors, 77% of respond-
ents said they anticipated that companies will
become more aggressive in protecting their
brands in this environment. An even larger
number (86%) suggested that their own busi-
nesses are more inclined than previously to
defend existing products and services.

Perhaps a greater sign of the times was the
shock announcement at the end of April that
telecoms giants Broadcom and Qualcomm
were to settle their long-running, expensive
and very bitter global patent dispute. The
dealincludes a multi-year patent agreement

Davies: investing in trade marks is wise

and requires Qualcomm to pay
Broadcom $89rm over a four-year
period. Speaking to The San Diego
Union-TribungQualcomm general
counsel Don Rosenberg said pay-
ing roughly $100m a year to fight
Broadcom was ‘clearly a factor’ in
settling the dispute. But did the
fees paid to the likes of Cooley
Godward Kronish, Cravath,
Swaine & Moore, Wilson Sonsini
Goodrich & Rosati and Wilmer
Cutler Pickering Hale and Dorr
really have that much sway in
settling the dispute? Given that
it had been allowed to run for so
many years, this seems unlikely.

‘If you look at the telecoms
sector, there has been a long his-
tory of telecoms battles settling,
Gilbert says. ‘There’s always
pressure to settle because they are
so enormous, they have so many
patents involved generally.’

Schuster adds: “The settlement
issue won't have just emerged;
Broadcom and Qualcomm have
been in each other’s hair for a long
time. I don’t think the break-
through in that case was because
of the economic downturn.’

But will warring parties look to
settle expensive IP disputes
going forward? According to
Howrey’s Hodgson: ‘People often
say that patents are recession-proof
because they are key to the busi-
ness, so you may make many cuts
in your operation but you won't
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cut your patents. You then have to enforce your
patents, and therefore patents are recession-
proof. I think that’s a little glib; what you will
see is a greater willingness to settle. It may not
work —you may eventually have to litigate a
patent all the way through to trial — but you will
try as hard as you possibly can to reach settle-
ment. I think we’ll see cases settling on terms
that perhaps you might not be prepared to settle
on had this case arisen a couple of years ago.’

‘In the current economic situation, there
are rather more than less patent disputes, as
those are means to defend absolute numbers in
shrinking markets,” says Klaus Haft, partner at
Reimann Osterrieth Kdhler Haft in Diisseldorf.
‘On the other hand, cost sensitivity is of course
increased, and even the large companies won’t
fight for the sake of fighting’

But jurisdiction is a key issue, and the
cost-effectiveness of enforcing an IPrightina

‘As far as the downturn is concerned, it’s
important for companies with intellectual
property to maximise the returns on their
IP assets.’” Mark Hodgson, Howrey

particular country may play asignificant  the cost-effectiveness of enforcement in
role for the cash-conscious. Certainly each jurisdiction.

European IP firm Taylor Wessing be- Taylor Wessing IP partner Roland
lieves so. In May it published its second Mallinson explains the rationale. “We
annual Global Intellectual Property asked respondents in our first index, GIPI
Index (GIPI), where it surveys IP special- 1, to weigh up costs as a factor when mak-
ists and ranks 24 countries in relation ing their country assessments, he says.
to obtaining, exploiting, enforcing and ‘From their answers, we concluded that
attacking the main types of IP rights. A costs were important to the ratings, but
major development in the survey this not determinative. Given the downturn
year was to include questions concerning  in the global economy since then, >
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we wanted to check if that conclusion
was right and see if things had changed. Asa
result, we specifically asked respondents to
rate jurisdictions for the cost-effectiveness of
enforcement for each area of IP. The answers
were interesting, and yet, once given their
proper statistical weighting, did not materially
affect the overall GIPI 2 results. That indicated
that the conclusions we drew from GIPI 1 were
correct. However, we suspect that this is likely
to change as the economic crisis drags on.’

Interestingly, although the UK and US
ranked among the least cost-effective jurisdic-
tions for value, the quality of the results ob-
tained through enforcement in those countries
helped keep them first and third in the table
respectively. However, Germany has arguably
emerged as the best nation in the world to
enforce IP, combining top-level expertise
with unrivalled cost-effectiveness. Such
performance indicators may well enhance
its reputation for IP enforcement going for-
ward and contributed to Germany leap-
frogging the US in the GIPI to take second
place overall this year.

Given the need for prudent selection of the
most appropriate and cost-effective jurisdic-
tions in which to enforce IP rights, and the
need to inject no small amount of commercial
savvy to ensure those IP rights are properly
exploited, it seems demand for both full-service

IRELAND

and multijurisdictional advice is
stronger than ever.

In February, Rouse, which
has established 20 offices around
the world since its inception in
1990, announced a strategic alli-
ance with Iceberg Transactions
to provide its global client base
with IP transaction services. The
two firms, both internationally
recognised as IP specialists in their
own fields, will work together to
maximise the underlying value of
the IP portfolios of Rouse’s clients.

A&L Goodbody; Matheson Ormsby Prentice; McCann FitzGerald; William Fry

Ireland was a new inclusion in the GIPI this year, ranking a respectable seventh. It was particu-
larly noted as a leading jurisdiction for the enforcement of domain name rights, but scored well
across the board, which is likely to be down to the emergence of the Irish Commercial Court

(see below).

Ireland’s Commercial Court, which began life in 2004, has rapidly emerged as a speedy and
efficient forum for international disputes: 244 cases were added to its list in 2008, a 68%
rise on the previous year. IP disputes have been particularly popular in Dublin, evidenced by
the fact that in late 2007 it heard the first case on fashion design rights - Karen Millen Ltd v
Dunnes Stores - to reach judgment since EU legislation protecting unregistered community
designs came into force in 2002. More recently, Teva Group subsidiary IVAX Pharmaceuticals
resurrected patent proceedings against GlaxoSmithKline in the Irish Commercial Court, some
years after Mr Justice Pumfrey threw the case out in the UK. This is a further testament to
the growing reputation of Ireland as a patent jurisdiction.

‘This deal will allow us to get clients the
best business advantage from their IP assets,’
says Karen Fong, managing partner of Rouse
Legal. ‘The strategic alliance means we can
provide a service that goes beyond the protec-
tion, exploitation and enforcement of IP rights
worldwide.

The unique aspect of this deal is that Iceberg
identifies potential purchasers and/or licensees
of IP rights and then puts them together with
sellers and/or licensors. In a novel departure for
alaw firm, Rouse has teamed up with a partner
that eschews the traditional transactional
model in which intermediaries work on behalf
of licencees and licensors in a reactive manner,
and instead goes out and finds the clients itself.

Isabel Davies at CMS Cameron McKenna,
meanwhile, talks of the ‘IP petal’ structure
adopted in her department, where 11 petals,
ranging from finance and IP-backed lending to
customs and excise and parallel imports issues,
all feed into and are part of the same organism.

The UK has an excellent range of IP firms
—whether full service or boutique, local or
international — which is important as one size
doesn’t fit all for IP. The opportunity to be at
the cutting edge of commercialisation of IP is
alive and well.

One less obvious example is work being
done by Jason Romer, a partner at Collas Day
in Guernsey. As a former director of legal and
regulatory affairs for Cable & Wireless Guern-
sey, he knows a thing or two about exploiting
IP. He is working to use the know-how already
available for financial and trust instruments
on the island to create commercially exploit-
able image rights —an IP right not recognised
in the UK.
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‘Guernsey wants to establish

itself as a market leader in the GERMANY

area of image rights, Romer Leading IP firms (The Legal 500 Europe, Middle East & Africa)

says. ‘By structuring image right Bird & Bird; Boehmert & Boehmert; Eisenfiihr, Speiser & Partner Patentanwdlte Rechtsanwdlte; Gleiss

royalties, for example sports Lutz; Griinecker, Kinkeldey, Stockmair & Schwanhdusser; Harmsen Utescher; Hoffman ¢ Eitle; KLAKA

personalities, through a Guernsey Rechtsanwdlte; Lovells; Reimann Osterrieth K6hler Haft; Rospatt Osten Pross; Wildanger Kehrwald Graf

image rights holding company, v. Schwerin & Partner

this would allow certain tax ef-

ficiences to be achieved. Through Ranking in Taylor Wessing’s Global Intellectual Property Index

Guernsey’s increasingly popular In the second year of this survey, Germany has overtaken the US to gain second place behind the UK

incorporated cell company struc- in its assessment of the 24 selected IP jurisdictions. Germany is ranked in the top three places in all

ture and the potentially unique performance indices, and is importantly top-ranked for cost-effectiveness of enforcement for all but

system of image right registra- domain names. This means Germany is one of the most effective in terms of cost and performance.

tion, an entire team of athletes

could hold their image rights in Recent developments

incorporated cells, which could be Germany finally implemented the IP Rights Enforcement Directive (2004/48/EC) in September 2008,

transferred freely’ two years after the deadline elapsed. This may have contributed to its performance in Taylor Wessing’s
It is this kind of innovation GIPI survey (above). The upshot of adopting the directive into German law gives IP rights holders greater

that could see IP lawyers become means of cracking down on IP infringements and brings remedies into line with Europe-wide standards.

true power brokers within firms. Fundamental changes are also underway to enhance balance sheet recognition of intellectual proper-

Unless a firm has traditionally ty rights. Currently, German accounting rules under the Commercial Code exclude all intellectual assets,

been regarded as a strong tech- but a switch to International Financial Reporting Standards for small and medium-sized companies, by

nology, media and telecommuni- 2010 at the latest, means a narrower approach is likely for patents and other know-how going forward.

cations firm, IP partners have
never held much sway in the

grand scheme of law firm man- of real power. The new financial world New models will put a firm much

agement. Partners are under no order is, by definition, creating paradigm closer to the hearts of its clients’

illusions that steady but not shifts within law firms. Corporate depart-  businesses and will, therefore, make it a

blockbusting revenues from ments are being squeezed as the historic much more trusted and consulted adviser.

existing IP work will do little model of using transactional mandatesto ~ As these relationships are established

to change this. feed a firm’s support practicesis turnedon  and IP advice moves into the business of
However, if firms continue to its head. Clients must now look to more making clients serious money, IP lawyers

reach out to clients, opening up innovative ways to maintain growth in will continue to become more significant

potential revenue streams and the absence of serious M&A or capital power brokers in their firms. LB

saving costs, they are on the cusp markets activity. mark.mcateer@legalease.co.uk

Andreas Neocleous & Co LLC

Neocleous House, 195 Archbishop Makarios Il Avenue, PO Box 50613, Limassol, CY-3608, Cyprus Languages spoken: All our lawyers are fluent in
Phone: +357 25 110000 Fax: +357 25 110001 English and Greek. Members of our team speak
E-mail: info@neocleous.com Website: www.neocleous.com Czech, French, German, Hungarian, Italian,
Japanese, Korean, Russian, Spanish, Turkish and
B Mergers and acquisitions B Intellectual property Ukrainian
Other offices: Nicosia, Paphos, Moscow, Prague,
B Banking and finance B Dispute resolution Budapest, Kiev, Sevastopol, Brussels
. . _— Number of lawyers: 113
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At this office: 69
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